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DETAILED ACTION 

1 . This office action is in response to the amendment filed on February 27, 2008, in which 
claims 1-13, 15, 16, 18-25, 27-33, 35-41 and 43-45 are presented for further examination. 

Response to Arguments 

2. Applicant's arguments filed on February 27, 2008 have been fully considered but they are 
not persuasive. (See Examiner's remark). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be oblaiiiccl iliDUgh the cniion is ik)1 idciuically disck)scd or described as set forth in 
section 102 of this title, if the dift'crcnccs between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-13, 15, 16 and 18-25, 27-33, 35-41 and 43-45 rejected under 35 U.S.C. 103(a) 
as being unpatentable over Grainger US Patent Publication no. 200/01 1636 and in view of 

Morgenstem US Patent 5,970,490. 

As claim 1, Grainer discloses the use of managing documents related to patent applications 
(Abstract; [002]). Grainer discloses the claimed "a plurality of attributes in association with a 
plurality of electronic documents" (a plurality of electronic document related to patent 
application, wherein the electronic documents has a plurality of attribute associated therein, 
[0016], lines 1-5), and "a plurality of attribute types implemented by a computer system, where 
an attribute type can have a plurality of attributes, the attributes" (document types, [0015]); "a 
document can be assigned a pliirality of attribute, types at a same and/or different level in the 
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hierarchy, a document can be assigned a plurality of attributes for one attribute type" (navigating 
through the electronic document, using multiple groupings or multiple level of grouping, 
[0109]); "the documents are stored in a first data storage" (central data repository of all 
information regarding patent process, item 100), "the attributes are stored in a second data 
storage" (database, item 106 organized into document entities), and "the first data storage and the 
second data storage are logical separate and different" (set of attribute listed in an appropriate 
table in database 106; whereas, system 100 for central data repository of all information 
regarding patent process). Grainger discloses the claimed a sequential event ([0004], lines 1-2); 
"providing a group of a plurality of documents including at least one document" (a plurality of 
electronic document related to patent application, wherein the electronic documents has a 
plurality of attribute associated therein, [0016], lines 1-5). It is inherent that a plurality of 
documents would include at least on document; "selecting a plurality of attributes to be 
associated with the at least one document" (according to the claimed the attribute is not yet 
associated with the document, in that Grainger discloses a plurality of attributes associated with a 
document, [0016], lines 1-5); "for each selected attributes, automatically tagging in the first data 
storage, the documents in the group including the at least one document, with each selected 
attribute and with all attributes of all ancestors in the hierarchy of each selected attribute, and 
storing in the second data storage respective references in association with each selected attribute 
and the ancestor attributes, for later retrieval of individual documents in the first data storage" 
(automatically associated the electronic documents with the plurality of attributes, [0016], lines 
1-5); "wherein a document is a data record including a plurality of fields" (document includes 
plurality of fields, {0071]); "wherein the attribute and attribute type can be different from the 
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fields in the document and contents of the fields" (populating the document fields from the 
attribute, [0071]. Grainer discloses Web page (item 40b), which includes html links to Save, 
Cancel and proceed to the Next step (i.e., instruct server 102 to display the next Web page to the 
client system), wherein each of these links is labeled with a reference number identical to the 
reference number used in Web page. It should be noted that selecting the Next function from 
Web page takes the client system to a different Web page than selecting the Next function from 
Web page. So, the reference numbers are used for similar fimctions throughout each of Web 
pages, see FIGS. 3A-3L). Moreover, as shown in FIG. 3B, the Web page (item 40b) includes a 
link that takes the inventors back to the previously shown Web page so that the inventor can 
review and/or edit information previously entered. Such manipulation would allow and inventor 
to easily skip a certain field presented on one Web page end return to that field at a later time to 
complete the invention disclosure. However, Grainger does not explicitly disclose the claimed 
"the attribute types are ordered in a tree-structure hierarchy". On the other hand, Morgenstem 
focuses on hierarchical tree-structures as a dominant structuring mechanism. Of course certain 
semantic attributes, such as type of attribute has meaning under just one interpretation attribute, 
which it uses to determine how other attributes and constructs of the specification should be 
interpreted, wherein the tree structure is a projection of the structure of the original tree, see 
col. 9, lines 60-67; col. 12, lines 56-64 and col.43, lines 7-20). This implications discloses the 
claimed "the attribute types are ordered in a tree-structure hierarchy, wherein the attributes can 
be any of the plurality of attributes". Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Grainger's system by 
incorporating the use of having an attribute type ordered as a tree structure, in the same 
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conventional manner as disclosed by Morgenstem. One having ordinary skill in the art would 
have found it motivated to create an annotated logical structure diagram which serves as a graph 
representing relationship of source data in a context-independent uniform manner in order to 
eliminate tedious and costly specialized translators by utilizing declarative specification language 
to represent the source and target data representations. 

As to claim 2, Grainger discloses the claimed "wherein providing the group of documents 
included in the group of document responsive to a user" ([0061]). 

As to claim 3, Grainger discloses the claimed "organizing the group of documents, 
wherein the documents are sorted for visual presentation by at least one field therein, wherein the 
at least one field is different from the attribute and attribute type associated therewith" ([0105]). 

As to claim 4, Grainger discloses "assigning at least one of documents to at least one 
other group" ([0109] 

As to claim 5, Grainger discloses, "wherein the group of documents omits a lapsed 
document" (automatically deleting the lapse d in favor of the actual due date or a later reminder, 
[0088]). 



As to claim 6, Grainger discloses, "wherein the document is image file format ([0064]). 
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As to claim 7, Grainger discloses "searching the second data storage for document based 
on criteria including the attribute and attribute type, and using the respective references in the 
second data storage to locate the documents in the first data storage" ([0098]). 

As to claim 8, Grainger discloses "retrieving the located documents from the first storage 
based on the respective references" ([0098]). 

As to claim 9, Grainger discloses "displaying information characterizing the documents" 
([0098]). 

As to claim 10, Grainger discloses "limiting access to the at least one attribute" (the 
priority licensees will be able to access appropriate data describing the IP assets (e.g., title, 
abstract, claims, inventor list) through Web pages that have restricted access rights , see [0048]). 

As claim 11, Grainger discloses "a reference to a URL" ([0098}]). 

As to claim 12, Grainger discloses a patent portfolio. 

As to claim 13, Grainger discloses a preliminarily determining a plurality of attributes" 
(type attribute associated with document Entities, [0134], and one or more attributes [0016]). 
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As to claimlS, Grainger discloses "wherein the attribute are selected from a plurality of 
attribute types" (ty pe attribute associated with document Entities, [0134], and one or more 
attributes [0016]). 

As to claim 16, discloses the claimed "current owner" (inventor and other entities, 
[0004]). 

As to claimlS, Grainger discloses the claimed "attributes and the plurality of attribute 
types" ( type attribute associated with document Entities, [0134], and one or more attributes 
[0016]). 

As to claiml9, Grainger discloses the claimed "utilizing the attribute as a search" 
([0098]). 

As to claim 20, Grainger discloses "an attribute type" (ty pe attribute associated with 
document Entities, [0134]). 

As to claim 21, Grainger discloses "serial number of the document" (a patent application 
number (serial number), [0057]). 



As to claims 22-25, 27-29, the limitations of claims 22-25 and 27-29 have been noted in 
the rejection of claims 1-13, 15, 16 and 18-21 above. In addition, Grainger discloses the claimed 
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"wherein the at least one document and the at least one other document are representative of a 
patent document" electronic document is related to patent applications, see [0016]). 

Claims 30-33 and 35-37 are computer program product comprising instructions to 
execute the method of claims 1-13, 15, 16 and 18-21. They are, therefore, rejected under the 
same rational. 

Claims 38-41 and 43-45 are system to execute the method of claims 1-13, 15, 16 and 18- 
21 above. They are, therefore, rejected under the same rationale. 



Remark 

Applicant asserted that Grainger does not automatically tagging, in the first data storage, the 
documents in the group including the at least one document, with each selected attribute and with 
all attributes of all ancestors but not descendants or siblings in the hierarchy of each selected 
attribute. The examiner disagrees with the precedent assertion. It is noted, however, that Grainer 
discloses Web page (item 40b), which includes html links to Save, Cancel and proceed to the 
Next step (i.e., instruct server 102 to display the next Web page to the client system), wherein 
each of these links is labeled with a reference number identical to the reference number used in 
Web page. It should be noted that selecting the Next function from Web page takes the client 
system to a different Web page than selecting the Next function from Web page. So, the 
reference numbers are used for similar functions throughout each of Web pages, see FIGS. 3 A- 



Application/Control Number: 10/725,53 1 Page 9 

Art Unit: 2162 

3L). Moreover, as shown in FIG. 3B, the Web page (item 40b) includes a link that takes the 
inventors back to the previously shown Web page so that the inventor can review and/or edit 
information previously entered. Such manipulation would allow and inventor to easily skip a 
certain field presented on one Web page end return to that field at a later time to complete the 
invention disclosure. Based on the aforementioned analysis, Grainger automatically tags, in the 
first data storage, the documents in the group including the at least one document, with each 
selected attribute and with all attributes of all ancestors but not descendants or siblings in the 
hierarchy of each selected attribute. Therefore, the aforementioned assertion is moot. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jean M. Corrielus whose telephone number is (571) 272-4032. 
The examiner can normally be reached on 10 hours shift. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jean M Corrielus/ 

Primary Examiner, Art Unit 2162 

May 31, 2008 



